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Continued examination is respectfully requested under 37 C.F.R. 1.114. 
Please enter the above claim changes and examine the amended claims. 

Claims 3 to 5, 10, and 12 were rejected under 35 U.S.C. 103 (a) over 
Okita, et al (US Patent 5,672,014 - US ^014). 

Claims 6 and 8 were rejected under 35 U.S.C. 103 (a) over Okita, et al, in 
view of ASM Handbook, Vol. 14. 

The independent method claims 4 and 12 have been further amended to 
distinguish the claimed method from the methods disclosed in Okita, et al. 
Particularly the methods disclosed in Okita, et al, require a hard-working step, 
namely grinding, after hardening. This hard-worthing step is excluded now from 
the applicants' claimed method by the changes in the first several lines of claims 
4 and 12. The basis for excluding a hard-working step from the claimed method 
is found on page 4, line 9, of the applicants' originally filed specification. 

The US Patent Office has already admitted t hat Okita, et al, teaches that 
the roll bearing parts are first subject to cold forging and grinding (column 3, lines 
36 to 55) in the first paragraph on page 4, first paragraph, of the Office Action 
dated February 17, 2006. Since forging and grinding are hard-working steps, 
they are now excluded by the changes in the amended claims 4 and 12. In order 
to make the finished product the semi-finished article must be ground after it is 
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hardened. This is especially true for the embodimente D and G disclosed by 
Okrta, et al, in column 22 of US '014, since the surfaces of these components are 
covered with carbon powder during the carbonization. Because of the high 
carbonization temperatures, the carbon diffuses into the surface of the article, 
which becomes rough and must be ground prior to use as a rolling body part. 

Okita. et al. contains teaching of doing the opposite from the inventive 
method, as it is now claimed in amended claims 4 and 12 . 

It is well established by many US judicial decisions that a prior art 

reference that teaches the opposite from Itie daimed invention should not be 

used to reject the claimed invention under 35 U.S.C. 103 (a). For example, see 

M.P.E.P. 2145. X. Also the Federal Circuit Court of Appeals has said: 

"That the inventor achieved the claimed invention by doing what those 
skilled in the art suggested should not be done is a fact strongly probative 
of nonobviousness. " in tGoster Speedster AB v. Crucible Inc.. 230 
U.S.P.Q. 81 (Fed. Cir. 1986), on rehearing, 231 U.S.P.Q. 160 (Fed. Cir. 
1986). 

Claims 4 and 12 have been amended to exclude hard-working steps, like 
forging and grinding, from the claimed method. Thus column 3 of US '014 
teaches the opposite from these amended claims, because ttiese steps are 
required to make the roll bearing part. 

Furthennore note that the claims of US '014 are claims for a roll bearing 
and thus provide no information regarding the method of making it. They are not 
at all product-by-proc^s claims and do not contain even a hint regarding the 
process by which the claimed roll bearing is obtained. 
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For the foregoing reasons it is respectfully submitted that Okita, et al, US 
*014, does not establish a case of prima facie obviousness of the amended 
claims 4 and 12 and thus any of the above claims. 

For the foregoing reasons and because of the changes in claims 4 and 12, 
withdrawal of the rejection of claims 3 to 5, 10, and 12 under 35 U.S.C. 103 (a) 
over Oklta, et al, is respectfully requested. 

Furthermore withdrawal of the rejections of claims 6 and 8 under 35 
U.S.C. 103 (a) over Okita, et al, in view of the ASM Handbook Vol 14, is also 
respectfully requested. 

Should the Examiner require or consider it advisable that the specification, 
claims and/or drawing be further amended or corrected in fomial respects to put 
this case in condition for final allowance, then it is requested that such 
amendments or corrections be carried out by Examiner's Amendment and the 
case passed to issue. Altematively, should the Examiner feel that a personal 
discussion might be helpful in advancing the case to allowance, he or she is 
invited to telephone the undersigned at 1-631-549 4700. 

In view of the foregoing, favorable allowance is respectfully solicited. 
Respectfully submitted, 
/MichaeU. Striker/ 

Michael J. Striker, 
Attomey for the Applicants 
Reg. No. 27,233 
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